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The high court’s scrutiny continues in the cur-
rent term, but its role is shifting—from merely 
serving as a court of correction to developing a 
partnership with the Federal Circuit .

Patent law involves a delicate balance of 
competing principles . The balance is implicit 
in the Constitutional grant of congressional 

power to authorize patents in Article 1, §8, 
¶8: “To promote the Progress of Science and 
useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to 
their respective Writings and Discoveries .” In 
order to disseminate technological innova-
tions, patentees must disclose their inventions . 
Disclosure allows others to make and use 
the inventions after the term of the patent 
has expired . Disclosure certainly promotes 
exploitation of new ideas, but standing alone, 
disclosure is unlikely to incentivize innova-
tion . However, granting exclusive rights to 
inventors inhibits adoption of the technology 
by others . Therefore, patents are intended to 
stimulate innovation by providing enough 
legal protection to allow inventors a reason-
able chance to develop and commercialize 
their inventions . Patent law necessarily draws 
a fine line between broadcasting and insulating 
patented inventions . The Federal Circuit’s was 
created to ensure certainty, consistency, and 
predictability when drawing that line .

Specialized courts carry risks . Regulatory 
agencies must struggle against “agency cap-
ture,” in which the regulators and the regulated 
become so interdependent and symbiotic that 
the agency becomes a tool of the regulated 
industry . Similarly, the Federal Circuit’s patent 
oversight role could have devolved into judicial 
capture, in which patentees could exert dispro-
portional influence in the development of the 
patent law . Critics observed that the Federal 
Circuit had begun to demonstrate some of the 
negative characteristics of specialized, captive 
tribunals: idiosyncratic and nonstandard rules 
and vocabulary, an isolated and specialized 
constituency, and an expansion of the power of 
the tribunal and the scope of its subject matter .

For nearly twenty years, the Federal Circuit was 
effectively the final word on patent law . Then 
starting in 2000, the Supreme Court took a re-

newed interest in the field, and began granting 
certiorari at the rate of at least one patent case 
per session . Far from deferring to the expertise 
of the Federal Circuit, the Supreme Court re-
peatedly criticized and overturned the Circuit’s 
legal tests, presumptions, and decisions . 

The high water mark of Supreme Court dissat-
isfaction with the Federal Circuit was reached 
in 2006 . That year’s term had four patent cases 
accepted and briefed before the high court . 
Among them was eBay Inc. v. MercExchange, 
LLC, 126 S .Ct . 1837 (2006), which overturned 
a long-standing principle that irreparable 
harm could be presumed when a patentee 
sought a preliminary injunction against an al-
leged infringer . MedImmune, Inc. v. Genentech, 
Inc., 126 S .Ct . 1329 (2007), rattled the field 
of patent licensing when the Supreme Court 
soundly rejected long-standing Federal Circuit 
precedent restricting a patent licensee’s ability 
to challenge the validity of the patent . 

Laboratory Corp. of America Holdings v. Meta-
blolite Laboratories Inc., 126 S .Ct . 2921 (2006), 
was accepted for review, fully briefed, and 
then rejected for consideration by the Court . 
But Metabolite produced an unusual opinion 
dissenting from the denial of certiorari . Three 
justices questioned the very appropriateness of 
recognizing patent rights over medical, bio-
logical, or life science innovations . Ever since 
the Federal Circuit had decided State Street 
Bank & Trust Co. v. Signature Financial Group 
Inc., 149 F .3d 1368 (1988), allowing patents 
for business methods, critics alleged that the 
Circuit was overextending patentable subject 
matter . The critics charged that the Federal 
Circuit jurisprudence inhibited innovation 
and commerce by allowing patentees to as-
sert proprietary rights to mere ideas, abstract 
concepts, scientific principles, and discoveries 
of nature—all of which are unpatentable and 
properly within the public domain . Justice 

the supreme Court’s
Changing FoCus on  
patent laW

by Alan B. Parker

feature

At the 1982 inaugura-
tion of the Court of 
Appeals for the Federal 
Circuit, Chief Justice War-
ren Burger promised, 
“We’ll be keeping an 
eye on you.” it was not 
a joke, not a threat, and 
not a mere observation 
on the Supreme Court’s 
superior authority. After 
all, the Federal Circuit was 
a daring and controversial 
judicial experiment. The 
Circuit was conferred 
with exclusive jurisdiction 
over all patent appeals. 
Although the Supreme 
Court all but ignored 
patent law for the next 
twenty years, the Court 
made good on the prom-
ise in the last decade. 
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Breyer wrote “that sometimes too much patent 
protection can impede rather than ‘promote 
the Progress of Science and useful Arts .’” 
Metabolite signaled that several members of 
the Court were questioning the very scope of 
patentable subject matter under §101 of the 
Patent Act as construed by the Federal Circuit . 

It would be three years after Metabolite before 
the Supreme Court accepted a case directly 
raising the issue of §101 patentable subject 
matter . But, before it took on that sweeping 
subject, the Court rejected the Federal Circuit’s 
test for determining whether an invention 
is nonobvious—a requirement for patent 
protection . During oral argument in KSR 
Int’l Co. v. Teleflex Inc ., 127 S .Ct . 1727 (2007), 
Justices Roberts and Scalia characterized the 
Federal Circuit’s established test as “meaning-
less,” “gobbledygook,” and “irrational .” The 
Federal Circuit’s objective, technical test for 
nonobviousness was not only rejected as being 
too rigid, but was repeatedly characterized as 
defying common sense .

Given the year-in year-out pattern of Supreme 
Court corrections to Federal Circuit created 
law, the case in the 2009 term raising the is-
sue of patentable subject matter was widely 
anticipated by the patent bar . Bilski v. Kappos, 
130 S .Ct . 3218 (2010), involved a claimed 
invention defining a method or process by 
which commodities buyers and sellers in the 
energy market could protect, or hedge, against 
the risk of price changes . The Federal Circuit 
had rejected the patent, applying a test that 
required a process patent to be tied to a par-
ticular machine or apparatus, or to transform a 
particular article into a different state or thing . 

True to recent history, the Supreme Court 
disapproved of the Federal Circuit’s articula-
tion and use of a rigid test . Nonetheless, the 
Court affirmed the Federal Circuit’s denial of 
the patent, and the opinion lacked the critical, 
corrective tone of many of its earlier decisions . 
Rather than rejecting the “machine-or-trans-
formation” test in its entirety, the Supreme 
Court observed that the test was a valuable 
touchstone, but not an exclusive determinate 
for making the decision as to whether a claim 
covered patentable subject matter . Bilski did 
not radically alter the patent landscape . It did 
not prohibit business method patents; in fact 
it recognized that business methods are one 
kind of method that is, at least in some circum-
stances, eligible for patenting . It appeared as if 
the Supreme Court recognized that the Federal 
Circuit’s challenge in interpreting the Patent 
Act is indeed a difficult and touchy balance—
one that involves complex issues of technology, 
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science, economics, and law . In fact, even while 
rejecting the machine-or-transformation test 
as an exclusive means of limiting method or 
process patent claims, the Supreme Court 
explicitly left open to the Federal Circuit the 
development of other limiting criteria to de-
fine the scope of patentable processes . Maybe 
the Justices were seeing the potential benefits 
of a specialized expert tribunal, not just the 
problems attendant to such institutions .

Indeed, the harsh criticisms and rejections 
of the Federal Circuit all but disappeared 
last term . The Supreme Court accepted and 
decided three patent cases—once again a large 
number—and upheld the Federal Circuit deci-
sion in each case . Given the recent tendency 
of the Supreme Court to disfavor the Federal 
Circuit’s rigid rules and appellate judicial rule-
making, the decision in Microsoft Corp. v. i4i 
Ltd., 131 S .Ct . 2238 (2011), was probably the 
most significant . In the first year of its exis-
tence, the Federal Circuit adopted a standard 
requiring clear and convincing proof when a 
litigant challenged the validity of a patent . This 
heightened standard of proof was more than 
mere deference to the Patent Office’s admin-
istrative determination of patentability; the 
Federal Circuit applied the rule even when the 
evidence of invalidity had not been considered 

by the patent examiner . The standard obviously 
favors patent holders, even those with “weak” 
patents that received minimal scrutiny by the 
Patent Office during the examination process . 
Despite the Supreme Court’s repeated rejec-
tions of Federal Circuit bright-line rules and 
patent-favorable presumptions, the high court 
unanimously upheld the Federal Circuit’s rigid 
requirement of clear and convincing proof 
of invalidity . Other cases from last term also 
upheld Federal Circuit decisions, including 
Stanford University v. Roche Molecular Systems 
Inc., 131 S .Ct . 2188 (2011), and Global-
Tech Appliances Inc . v . SEB, S .A ., 131 S .Ct .  
2060 (2011) .

Perhaps these wins for the Federal Circuit in 
recent years may not be a significant trend . 
However, prior to Bilski, the Supreme Court 
reviewed patent cases either to correct the 
Federal Circuit’s rigid analytical approaches 
or to curtail the Circuit’s excesses in protect-
ing patentee rights . Beginning with Bilski and 
continuing through the 2010 and the current 
terms, it appears that the Supreme Court is 
looking to the substantive policy consider-
ations underlying patent law . Rather than 
focusing merely on criticizing the Federal Cir-
cuit for its sometimes rigid and technical tests, 
the Court is examining substantive issues that 

may need clarification in order to adequately 
protect and promote innovative technology 
and methods .

In the upcoming session, the Supreme Court 
has again accepted three cases for review: Mayo 
v. Prometheus, Kappos v. Hyatt, and Caraco v. 
Novo . The issues before the Supreme Court 
this term are, for the most part, technical and 
esoteric . However, they seem to signal a new 
era of partnership between the high court and 
the Federal Circuit—a respect for the Circuit’s 
unique role in interpreting and developing 
patent law and policy .
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