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A recent decision by the Federal Circuit may stimulate a new variety of patent 

litigation, in which “marking trolls” scour the marketplace bent on profiting from 

lawsuits over improperly marked unpatented products.  In The Forest Group, Inc. v. Bon 

Tool Co.,1 the Federal Circuit invigorated the “false marking” statute2 in the Patent Act, 

which prohibits marking an unpatented article as patented with the intent to deceive the 

public.  Specifically, the Circuit’s ruling requires district courts to impose penalties for 

false marking – of up to $500 per mismarked article.  For mass-produced articles such 

fines could be staggering.  While the case explicitly stated that “this does not mean that a 

court must fine those guilty of false marking $500 per article marked,”3 the Circuit 

clearly intends to energize the statute and encourage private litigants to sue for false 

marking. 

The false marking provision in the Patent Act is one of the few qui tam statutes 

remaining in the United States Code.  The power of a qui tam action is that a private 

litigant may sue on behalf of the government to further a public interest. The statute 

imposes a fine on the false marking of an unpatented article, if done with the intent to 

deceive the public.  The fine is split between the private litigant and the United States. 

False marking is the use of words on or affixed to an article, or used in advertising 

in connection with an article, which falsely indicates that an item is patented, or falsely 

suggests that a patent application is pending, for the purpose of deceiving the public.  A 

                                                 
1 590 F.3d 1295 (Fed.Cir. 2008). 
2 35 U.S.C. § 292. 
3 Forest Group, Inc. v. Bon Tool Co., 590 F.3d at 1304 



false marking statute was enacted over one hundred sixty years ago, because too many 

manufacturers used a marketing strategy of claiming a product was patented, regardless 

of whether the article actually was covered by a valid patent.    

The false marking statute and the marking statute4 –  which allows a patentee to 

recover damages for infringement as to products properly marked as patented – are 

different sides of the same coin, intended to serve a public notice function that enables 

fair and efficient competition.  The Federal Circuit has stated: 

“The marking and false marking statutes exist to give the public notice of patent 
rights. ‘Congress intended the public to rely on marking as a “ready means of 
discerning the status of intellectual property embodied in an article of 
manufacture or design.”’  Acts of false marking deter innovation and stifle 
competition in the marketplace.  If an article that is within the public domain is 
falsely marked, potential competitors may be dissuaded from entering the same 
market. False marks may also deter scientific research when an inventor sees a 
mark and decides to forego continued research to avoid possible infringement.  
False marking can also cause unnecessary investment in design around or costs 
incurred to analyze the validity or enforceability of a patent whose number has 
been marked upon a product with which a competitor would like to compete. ‘In 
each instance where it is represented that an article is patented, a member of the 
public desiring to participate in the market for the marked article must incur the 
cost of determining whether the involved patents are valid and enforceable.’”  
[Citations omitted.] 
590 F.3d at 1302-03. 
 

 Before the Bon Tool case was decided, the potential deterrence power of the false 

marking statute was limited because it was interpreted to impose a single fine for the 

mismarking of whole series of articles, thereby limiting the financial consequences of 

false marking.  By decreasing the available fine in a qui tam case, the incentive to bring 

such a case is reduced.   Such has been the case for almost a century.  In a 1910 case, the 

false marking statute in effect at the time was interpreted to impose a single fine for 

                                                 
4 35 U.S.C. 287(a). 



continuous false marking.5  At the time, the statute imposed a $100 minimum penalty, and 

the court opined that “[i]t can hardly be the intent of Congress that penalties should 

accumulate as fast as a printing press or stamping machine might operate.”6  Even though 

the penalty changed in 1952 to a $500 maximum fine, the approach by most courts 

continued to limit the term “offense” so that manufacturers were not fined for each mass-

produced item that bore a false mark.  Some courts treated mismarking of a single 

product line, or single package design, as a single offense irrespective of the number of 

individual items so marked.  Other courts developed a time-based approach, and applied 

a penalty for each day, or week, or month of mismarking.7  Similarly, in cases involving 

false marking in advertising, courts tended to treat each advertising campaign, 

publication, or decision to advertise, as an “offense,” rather than imposing a fine for each 

circulating copy of the advertisement.8  These “per decision” approaches to defining an 

offense certainly addressed the concern that damages could escalate beyond reason.  But 

they also muted the power of the qui tam enforcement mechanism of the false marking 

statute – a power that the Federal Circuit now appears to explicitly encourage. 

 Qui tam actions differ from traditional causes of action.  The plaintiff needs not 

be injured by the wrongful conduct, and privity is not required.  As a practical matter, qui 

tam actions financially benefit the plaintiff in order to incentivize private litigation to 

further advance a public benefit.  This is in stark contrast to ordinary cases that 

                                                 
5 London v. Everett H. Dunbar Corp., 179 F. 506 (1st Cir. 1910). 
6 179 F. at 508. 
7 See, Bon Tool, 590 F.3d at 1302. 
8 Icon Health & Fitness, Inc. v. The Nautilus Group, Inc., 2006 WL 753002, *3 (D. Utah 2006); 
Precision Dynamics Corp. v. American Hospital Supply Corp., 241 F.Supp. 436, 447 
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compensate a litigant for damages sustained, or disgorge benefits wrongfully conferred 

upon a party.   

Qui tam actions fall between private and public investigations and enforcement 

actions. They can promote efficient use of government resources by granting rewards to 

those who sue on behalf of the government.  If the public is being harmed, but the harm is 

either not so great as to be deserving of publicly funded investigation, or the harm is one 

that a private party has a greater interest and ability to investigate and enforce than the 

government, then qui tam actions can arguably satisfy both the public good and the 

private objective of the plaintiff. 

Of course, a perceived danger of qui tam actions is that they are subject to abuse.  

Within the context of the false marking statute, a cottage industry may arise to identify 

products bearing marks of expired patents, invalid or unenforceable patents, rejected 

patent applications, or patents that do not cover the specific product.  Finders’ fees and 

“marking trolls” will emerge if qui tam actions prove to be lucrative endeavors.  The 

strongest financial incentive for plaintiffs may be to chase the most numerous and 

ubiquitous offending articles, rather than those that are most harmful to the public interest 

or most obstructive to innovation.  Another concern is that such actions could be brought 

to harass competitors, purportedly “on behalf of the government.”  

 In Bon Tool, the Federal Circuit not only recognized that the false marking 

provision is a qui tam statute, but found that Congress specifically intended to enlist 

private litigants to investigate and enforce the false marking provision.   

[T]he false marking statute explicitly permits qui tam actions. By permitting 
members of the public to sue on behalf of the government, Congress allowed 
individuals to help control false marking. The fact that the statute provides for qui 
tam actions further supports the per article construction. Penalizing false marking 



on a per decision basis would not provide sufficient financial motivation for 
plaintiffs – who would share in the penalty – to bring suit. 
590 F.3d at 1303-04 
 

By acknowledging that providing financial motivation to litigate is intrinsic to the statute, 

the Bon Tool opinion clearly implies that district courts should impose false marking 

fines in an amount sufficient to incentivize private enforcement.   

 While the Bon Tool case encourages the qui tam action for false marking, the 

Circuit is not authorizing disproportionate fines.   

The statute provides a fine of “not more than $500 for every such offense.”  35 
U.S.C. § 292(a) (emphasis added).  By allowing a range of penalties, the statute 
provides district courts the discretion to strike a balance between encouraging 
enforcement of an important public policy and imposing disproportionately large 
penalties for small, inexpensive items produced in large quantities. 
590 F.3d at 1304. 
 

However, the opinion provided little guidance as to the point at which fines would be 

disproportionate to either the public harm caused by, or the private benefit gained from, 

the improper marking.  In the case of inexpensive mass-produced articles, for instance, “a 

court has the discretion to determine that a fraction of a penny per article is a proper 

penalty.”9 

 The Bon Tool case will likely encourage the prosecution of false marking claims.  

But, the statute does not impose strict liability; false marking has discrete elements and 

requires a specific intent to deceive the public.  The statute is not compensatory but penal 

in nature, and as such, it is strictly construed.10  Therefore a party bringing suit under the 

statute is required to prove that the item or its packaging or advertisement was marked 

with “the word ‘patent’ or any word or number importing the same is patented” or “the 

                                                 
9 Bon Tool, 590 F.3d at 1304. 
10 Sippit Cups, Inc. v. Michael's Creations, Inc., 180 F.Supp. 58, 61 (D.C.N.Y. 1960); Brose v. 
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words ‘patent applied for,’ ‘patent pending,’ or any word importing that an application 

for patent has been made.”  Additionally, it must be shown that the mark was false at the 

time the item was marked.  Perhaps most significantly, it must be proven that the marking 

party intended to deceive the public by the mark.  Strictly construed, the statute prohibits 

only the “actual stamping or engraving of the patent markings on the [unpatented 

articles]” and not the resale of the articles.11  The charge of false marking should apply 

only against the party who does the actual marking and affixing. 

 One hopes that the Bon Tool case will not lead to “a lucrative game of 

‘gotcha!’”12 to harass manufacturers or to enrich abusive litigants.  False marking can 

certainly be unfair, and qui tam suits can be an useful mechanism for enforcing a public 

interest.  The ultimate effectiveness, efficiency, and fairness of false marking 

enforcement depends on the ability of the courts to strike an appropriate balance between 

encouraging enforcement of an important public policy and imposing disproportionately 

large penalties.  We have yet to see what guidelines may develop to achieve that balance. 
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11 Felt for Use of U.S. v. Ronson Art Metal Works, 107 F.Supp. 84 (D.C. Minn. 1952). 
12 It is doubtful that the [false marking] statute ever intended to create such a lucrative game of 
‘gotcha!’”  Bibow v. American Saw and Manufacturing Co., 490 F.Supp.2d 128, 129 (D. Mass. 
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