
 
 
 

“How Intellectual Property Claim$ Differ from Other Claim$ 
(And Why You $hould Care)” 

(CLM 2012 Professional Liability Committee Mini-Conference, July 13, 2012 in Chicago, IL) 
 
Exposure to intellectual property claims is sometimes lurking in ordinary business activity. 
Coverage for IP claims sometimes arises in ordinary insurance policies. But, when IP claims hit 
the courthouse, the legal issues, cost of defense, nature of remedies, and financial exposure are 
anything but ordinary. 
 
Our clients and customers do business today in ways that expose them to IP risks they rarely 
consider: mishandling private or proprietary information, violating copyright or trademark rights, 
selling counterfeit or pirated products, or using or offering for sale unlicensed patented subject 
matter. Internet marketing not only makes unintended infringement easier and more likely, it also 
makes the infringement more likely to be discovered, a lawsuit more likely to result, and the 
potential for damages more likely to be substantial. 
 
This panel will present and discuss procedures, remedies, and costs that are peculiar to IP 
litigation and they contribute to the challenge of managing IP claims. We will discuss some of 
the common coverage issues, how they are currently changing, and why they demand careful 
evaluation at the outset of the defense. We will also discuss the role of specialized IP counsel, 
specialized areas of expert testimony, and even specialized courts and tribunals that may come 
into play when IP theories arise. Finally, we will offer recommendations for managing these 
risks and costs – from modifications to insuring agreements, litigation and claim handling 
strategies, to specialty coverage options. 
 
Presenters: 
Carolyn Finch – Senior Claims Examiner, Markel Corp. 
David Zehner – Lead Partner, Clarity Partners Trial Consulting Group  
Eric R. Gaum – Partner, Hahn Loeser & Parks LLP  
Alan B. Parker – Shareholder, Reminger Co., L.P.A.  
 
Target audience: Attorneys defending Professional and General Liability Claims; Adjusters, 
Claims and Risk Managers. 
 
Course Length:  50 Minutes 
 



Outline with time increments 
 

1. Introduction – How IP claims appear on a claim professional’s radar screen 
a. IP's importance to the economy, to business, and to litigation 
b. Developments in technology, Internet marketing, and globalized business models 

i. create greater opportunity for infringement 
ii. can outpace underwriting, risk management, and policy language 

c. Real-Life examples 
 

2. IP Claims: Different Rules/Different Risks 
a. Identifying IP claims 

i. Patent, trademark, copyright, trade secret/confidentiality 
ii. Rights of privacy, rights of publicity 

b. Importance of the right to exclude 
i. Remedies, timing of litigation activity, motivation of the insured 

ii. Coverage – indemnity and defense 
c. Liability concerns 

i. "Infringement" differentiated from negligence and other culpability 
standards 

ii. Significance (or lack thereof) of agency filings, proceedings, and 
registrations 

d. Procedural distinctiveness to IP litigation 
i. Preliminary injunctions 

ii. Federal/state jurisdictional issues and implications 
iii. "Markman" hearings in patent cases 
iv. Expert testimony – specialized and costly 
v. Role of offensive declaratory judgment actions to defend against claims of 

infringement 
e. Remedies in IP cases and their implications for an insurer 

i. Specific performance (injunctions, sequestration orders, destruction) 
ii. Actual damages and/or "accounting" ("ill-gotten gains") 

iii. Statutory damages 
iv. Attorney fees and costs 

f. Considerations in selecting IP litigation counsel 
 

3. IP Trials: Particular Challenges in a Legal and Technical Labyrinth 
a. How IP cases pose obstacles to ordinary jurors’ information processing and 

decision-making 
i. Limitations of pre-existing information structures 

ii. Cognitive challenges of scientific and technical details 
iii. Particular burdens faced by the defense 

b. Strategies to overcome accusations of infringement 
i. Developing a backstory 

ii. Rebutting the presumptions of IP validity 
iii. Nuancing the case to meet the challenge of strict liability theories 

c. The not so obvious roles of expert testimony 



i. Need to “teach” not just science or technology, but economics, consumer 
attitudes and behavior, degree of skill in a particular field, similarity or 
dissimilarity in design, technology, process, music, art or writing. 

ii. How expert testimony impacts juror decision-making 
iii. Effective use of expert testimony in the context of IP trials 

 
4. Managing the IP Claim, Counsel, and Insured  

a. Assessing the insured and the significance of the accused products or conduct 
b. Choosing and assessing the legal team 

i. Insured’s role and the insurer’s role in selecting counsel 
ii. Considerations for litigation counsel, coverage counsel, and IP counsel 

iii. The multiple and complicated roles when IP counsel also serve as 
litigation counsel, particularly if previously involved in prosecuting or 
issuing legal opinions as to the insured’s IP 

c. The exceptional role and expense of experts and specialized service vendors in IP 
claims 

i. Economic/accounting/valuation experts – generally must examine 
damages and accountings claimed by or relevant to all of the litigating 
parties 

ii. Technical, scientific, or engineering experts 
iii. Experts on agency procedures and practices, or for opinion testimony on 

substantive issues, or for “legal” opinions on enforceability or validity of 
registrations 

iv. Consumer survey design and validity, consumer behavior testimony, 
marketing experts 

v. Specialized services, such as prior art searches, trademark searches, 
investigation into historical marketing practices, and non-testimonial legal, 
economic, or technical review. 

d. Coverage issues for IP claims under common policies 
i. Nature of the accused activity, the scope of the insuring agreement, and 

the applicability of common exclusions 
ii. Date of accused activity and the coverage period 

iii. Remedies and damages, the types of damages recoverable in IP claims, 
and their impact on coverage 

iv. When the recommended “defense” to the claim is the offensive filing of a 
lawsuit 

1. The accused infringer’s declaratory judgment action as a 
substantive defense to the infringement claim 

2. The insurer’s use of a declaratory judgment action with respect to 
coverage 

 
5. Additional questions and closing thoughts  

 
 
 


